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DETAILED ACTION 

• This office action is responsive to the following communication: Request for Continued 
Examination filed on 09/12/2006. 

• The amendments filed on 04/07/2006 have been entered and made of record. 

• Claims 1 -24 are pending in the application. 

Response to Arguments 

1. Applicant's arguments filed on 04/07/2006, with respect to the rejections of independent 
claims 1, 15, 19, 21 and 24 have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of Jecha et al (US Patent 7,120,634 B2) and Maruyama (US Patent 
7,016,057 81). 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) The invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-2, 5-7, 9-24 are rejected under 35 U.S.C. 102(e) as being anticipated by Jecha et 
al. (US Patent 7,120,634 B2). 
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3. Regarding Claim 1, Jecha discloses a method a print job to a printer (see Fig. 3 and Col.l, 
Line 58-61), comprising: attaching at least one document to an e-mail message (see Col. 5, Line 
59-64); specifying instructions in a portion of the e-mail message for printing the at last one 
document with the user selected printing attributes (see Col. 5, Line 35-40); sending the e-mail 
message over the network to an e-mail enabled printer (see Fig.2 (204,206,216) and Col.5, Line 
59-64), where the e-mail enabled printer includes e-mail client software (see CoL4, Line 20-32); 
and extracting the at least one document from the e-mail message by the e-mail enabled printer 
(see Col.5, Line 1-8). 

4. Regarding Claims 2, 17 and 22, Jecha further discloses storing the at least one document 
in the job retention of the e-mail enabled printer by the e-mail enabled printer (see Col.5, Line 59 
- Col.6, Line 2). 

5. Regarding Claim 5, Jecha further discloses printing the at least one document in 
conjunction with storing the at least one document in the job retention of the e-mail enabled 
printer by the e-mail enabled printer (see Col.5, Line 59 - Col.6, Line 2). 

6. Regarding Claim 6, Jecha further discloses specifying instructions for printing the at 
least one document in a portion of the e-mail message (see Col. 2, Line 1-6, Col.5, Line 35-40). 

7. Regarding Claim 7, Jecha further discloses specifying printing attributes for the printing 
of the at least one document (see Col. 2, Line 1-6, Col.5, Line 35-40). 

8. Regarding Claim 9, Jecha further discloses providing printable readable language in the 
portion of the e-mail message (see CoL2, Line 1-6 and Col.5, Line 59-64). 

9. Regarding Claim 10, Jecha further discloses encoding the printable readable language 
prior to sending the e-mail over the network (see Col. 2, Line 1-6 and Col.4, Line 57-64). 



Application/Control Number: 09/966,896 Page 4 

Art Unit: 2625 

10. Regarding Claims 11 and 23, Jecha further discloses encoding the printable readable 
language in MIME encoding fields (see CoL2, Line 1-6 and Col. 5, Line 59 - Col.6, Line 2). 

1 1 . Regarding Claim 12, Jecha further discloses at the at least one document is attached to 
the e-mail message in an application-specific format (see Col. 5, Line 59-64). 

12. Regarding Claims 13 and 16, Jecha further discloses converting the application specific 
format into a print ready file by an e-mail enabled printer (see Col. 5, Line 4-8). 

13. Regarding Claim 14, Jecha further discloses wherein at least one document is attached to 
the e-mail message in a bit-mapped image format (see Col. 6, Line 31-40). 

14. Regarding Claims 15, 18, 19, 20, 21 and 24, Jecha discloses a method of distributing a 
document for printing (see Fig.3 and Col.l, Line 58-61), comprising: attaching at a workstation 
at least one document to an e-mail message (see Col. 5, Line 59-64); specifying instructions in a 
portion of the e-mail message for printing the at least one document with user selected printing 
attributes (see Col. 5, Line 35-40); sending the e-mail message to the e-mail enabled print server 
of a local network (see Fig.2 (204,206,216) and Col.5, Line 59-64); extracting the at least one 
document at the e-mail enabled print server (see Col.4, Line 48-64); and sending the at least one 
document to the network printer of a local network by the e-mail enabled print server (see Col.5, 
Line 1-8). 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

15. Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Jecha et al 
(US Patent 7,120,634 B2) in view of Maruyama (US Patent 7,016,057 Bl). 

16. Regarding Claim 3, Jecha discloses the method of Claim 2 and reading the instructions 
by the e-mail enabled printer (see Col. 4, Line 57- Col. 5, Line 8), but fails to disclose specifying 
instructions for storing the at least one document in the job retention in a portion of the e-mail 
message. Maruyama, however, discloses specifying instructions for storing the at least one 
document in the job retention in a portion of the e-mail message (see Fig. 12, Col. 5, Line 12-17 
and Col.9, Line 12-17). 

Jecha and Maruyama are combinable because they are reform the same field of endeavor, 
namely network printing systems. At the time of the invention, it would have been obvious for 
one skilled in the art to include specifying instructions for storing the at least one document in 
the job retention in a portion of the e-mail message. The motivation would be to instruct the 
printer to store a document in a particular format to be interpreted by the printer for printing. 

17. Regarding Claim 4, Maruyama further discloses reading the instructions for storing the at 
least one document by the e-mailed enabled printer (see Fig. 2 (le). Col. 5, Line 12-17 and Col.9, 
Line 12-17). 

18. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jecha et al (US 
Patent 7,120,634 B2) in view of Fabbio et al. (US Patent 5,870,089). 

19. Regarding Claim 8, Maruyama further discloses Jecha discloses the method of Claim 2 
but fails to disclose specifying the scheduling instructions for scheduling the printing of the at 
least one document. Fabbio, however, discloses a means to schedule the transferring of data 
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packages from a storage queue to destination devices (i.e. printer, fax) in a network (see Fig. 5 
(118) and CoL8, Line 10-37). 

Jecha and Fabbio are combinable because they are from the same field of endeavor, 
namely network printing apparatus. At the time of the invention it would have been obvious for 
one skilled in the art to incorporate the use of a scheduling process to prioritize or schedule the 
print process. The motivation for doing so would be to have a set process of determining the 
priority of the documents to be printed. Since many documents could be stored to the job 
retention of the printer, it would be useful to prioritize documents and have them print in specific 
orders. 

Conclusion 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vu B. Hang whose telephone number is (571) 272-0582. The 
examiner can normally be reached on Monday-Friday, 9:00am - 6:00pm. 

21 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler M. Lamb can be reached on (571) 272-7406. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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22. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Vu Hang 

Assistant Examiner 
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